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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1,5,9, and 1 3 have been 
considered but are moot in view of the new ground(s) of rejection. 



Claim Objections 

2. Claim 13 is objected to because of the following informalities: In claim 13, line 8, 
"code information structure (CIS)" should be -card information structure (CIS)--. In 
claim 13, line 18, "can not" should be -cannot-. Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 
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4. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Asada et al. 
"Asada" (U.S. 6,981,253). 

Regarding Claim 1, Asada discloses, a method (figure 12) for upgrading 
operational software in a host device (21 - figure 2) having a smart card interface (22 - 
figure 2), the host device including a read-only memory (51 - figure 2) having original 
software for the host device, comprising the steps of: providing a smart card (23 - figure 
2) including data representing upgraded software for the host device (21 - figure 2) 
(Col. 6, lines 19-30). Upgraded software for set-top box 21 can be written to 
semiconductor memory 23 or "smart card" by an engineer (Col. 12, lines 18-32). 

Asada teaches, interfacing the smart card (23 - figure 2) with the smart card 
interface (22 - figure 2) of the host device (21 - figure 2) (Col. 6, lines 19-21). 

Asada teaches, recognizing, in the host device (21 - figure 2), the smart card (23 
- figure 2) as including the upgraded software (Col. 1 1 , line 63 - Col. 1 2, line 2). 

Asada teaches, determining if the upgraded software is compatible with the host 
device (21 - figure 2) by comparing attributes of the upgraded software to that of the 
host device, the host device performing the determination of compatibility before the 
upgraded software is transferred from the smart card (23 - figure 2) (Col. 13, lines 6- 
35). Asada discloses CPU 32 will compare the function ID and hardware ID stored in 
flash ROM 50 with the function ID and hardware ID stored in semiconductor memory 
23. Next, if CPU 32 determines if there is software stored on semiconductor memory 23 
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having a matching function ID, CPU 32 will compare the software written to the flash 
ROM 50 with the software stored on semiconductor memory 23, to thereby determine 
whether a newer version of software is to be installed. 

Asada teaches, if the upgraded software is determined to be compatible, 
transferring the upgraded software from the smart card to a memory of the host device 
to perform the code upgrade (S26 - figure 12; Col. 13, line 49 - Col. 14, line 1). Asada 
discloses the upgraded software is transferred from the semiconductor memory 23 or 
"smart card" to SRAM 52. If this process is successful, the data is transferred to flash 
ROM 50 from SRAM 52. 

Asada teaches, verifying the software transferred to the memory using data 
stored on the smart card and if the transferred software can not be verified, restoring the 
original software from the read-only memory (51 - figure 2) (Col. 14, lines 1-20). 
Disclosed, once the data transfer is completed from SRAM 52 via semiconductor 
memory 23 or "smart card" to flash ROM 50, the CPU 32 will determine or verifies 
whether or not the software is transferred correctly to flash ROM 50. If the CPU 32 
determines the downloading failed, the CPU 32 outputs a message to the display 
section 14 indicating the software cannot be downloaded. This message further 
indicates that the CPU 32 will not use the new software upgrade and must restore the 
original version of the software from ROM 51. 
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5. Claims 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Metz et 
al. "Metz" (U.S. 5,666,293). 

Regarding Claim 5, Metz discloses a smart card (Col. 22, lines 64-66) for 
providing a code upgrade to an open cable compliant host device (100 - figure 6) (Col. 
22, lines 56-60), comprising a memory for holding upgraded software for delivery to the 
host device, the memory also including a card information structure (CIS) for identifying 
the smart card as a code upgrade card (Col. 22, line 61 - Col. 23, line 23). Metz 
discloses a PCMICA card is inserted into PCMCIA port 155, which is used by a 
technician to update the operating system of set-top box 100. Further, since a PCMCIA 
card is used, the card must have a memory and a card information structure because 
the card has to have a medium to store the update to the operating system and the card 
is a plug and play card meaning that the card has stored information identifying the 
driver that needs to be used with a particular device. 

As for Claim 6, Metz teaches, the memory is a flash memory (Col. 21, lines 33- 

37). 

As for Claim 7, Metz teaches wherein the smart card conforms to standards 
adopted by one of the personal computer memory card international association 
(PCMCIA) (Col. 21, lines 33-37 and 50-53). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Asada in 
view of Metz. 

As for Claim 2, Asada fails to disclose assessing a card information structure 
(CIS) of the smart card and comparing the CIS to predetermined parameters, which 
identify the smart card as a software, upgrade smart card. 

In an analogous art, Metz discloses, assessing a card information structure (CIS) 
of the smart card (Col. 22, line 61 - Col. 23, line 23). Metz discloses a PCMICA card is 
inserted into PCMCIA port 155, which is used by a technician to update the operating 
system of set-top box 100. Further, since a PCMCIA card is used, the card must have a 
card information structure because the card is a plug and play card meaning that the 
card has stored information identifying the driver that needs to be used with a particular 
device. 

Metz discloses, comparing the CIS to predetermined parameters which identify 
the smart card as a software upgrade smart card (Col. 23, lines 6-23). Therefore, it 
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would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Asada with the teachings of Metz in order to assess the card 
information structure (CIS) of the smart card and compare the CIS to predetermined 
parameters which identify the smart card as a software upgrade smart card for the 
benefit of identifying the PCMCIA card as a necessary software upgrade rather than 
add on such as, a game module. 

8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Metz in 
view of Asada. 

As for Claim 8, Metz fails to disclose a smart card, further including identification 
data which identifies a host compliant device for which the upgraded software is 
intended. 

In an analogous art, Asada teaches, a smart card, further including identification 
data which identifies a host compliant device for which the upgraded software is 
intended (Col. 13, lines 6-35). Asada discloses CPU 32 will compare the function ID and 
hardware ID stored in flash ROM 50 with the function ID and hardware ID stored in 
semiconductor memory 23 which reads on identification data that identifies a host 
compliant device for which the upgraded software is intended for. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Metz with the teachings of Asada in order to 
facilitate a smart card, further including identification data which identifies a host 
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compliant device for which the upgraded software is intended for the benefit of allowing 
a host device to identify intended software upgrades. 

9. Claims 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McClellan et al. "McClellan" (U.S. 5,619,250) in view of Asada. 

Regarding Claim 9, McClellan discloses an open cable compliant set top box (40 

- figure 2) comprising: a point of deployment (POD) interface (52 - figure 2; Col. 7, lines 
49-50 and 58-59). 

McClellan teaches, a smart card, coupled to the POD interface (52 - figure 2) 
(Col. 7, lines 58-65). 

McClellan teaches, a read-only memory (16 - figure 2) having original program 
data for the set top box (40 - figure 2) (Col. 6, lines 40-44 and 57-65). McClellan 
discloses decoding system 40 or set top box includes all of the components of the 
system described in figure 1 (Col. 7, lines 47-49). 

McClellan teaches, a processor (12 - figure 2), coupled to the POD interface (52 

- figure 2). CPU 12 or "processor" is coupled to PCMCIA interface 52 via data bus 20 
and CPU 12 can search PCMCIA interface 52 for a system module or system upgrade 
(Col. 9, lines 35-45). 
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McClellan teaches, a memory (14, 50 - figure 2), coupled to the processor (12 - 
figure 2) the memory including: operational software that controls the set top box (40 - 
figure 2) (Col. 8, lines 12-24). McClellan discloses system upgrades or "operational 
software" can be stored in RAM 14 or FLASH memory 50. However, McClellan fails to 
disclose the memory including: a bootstrap loader and determining means. 

In an analogous art, Asada teaches a bootstrap loader (48 - figure 2) which is 
configured to control the processor (32 - figure 1) to transfer program data from the 
POD interface (22 - figure 2) to the memory (50 - figure 2) to overwrite the operational 
software with upgraded software (Col. 12, lines 57-64 and Col. 13, lines 49-56). Asada 
discloses memory controller 48 or "bootstrap loader" receives instructions CPU 32 to 
read the download software from the semiconductor memory 23 inserted in slot 22 or 
"POD interface" and transfer data from semiconductor memory 23 to flash ROM 50 via 
SRAM 52. 

Asada teaches, determining means which determines whether the upgraded 
software is compatible by comparing attributes of the upgraded software to that of the 
host device (23 - figure 2) (Col. 13, lines 6-35) and which verifies the program data 
transferred by the bootstrap loader using data stored on the smart card and, if the 
transferred program data can not be verified, restoring the original program data from 
the read only memory (Col. 13, line 64 - Col. 14, line 20). Asada discloses CPU 32 will 
compare the function ID and hardware ID stored in flash ROM 50 with the function ID 
and hardware ID stored in semiconductor memory 23. Next, if CPU 32 determines if 
there is software stored on semiconductor memory 23 having a matching function ID, 
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CPU 32 will compare the software written to the flash ROM 50 with the software stored 
on semiconductor memory 23, to thereby determine whether a newer version of 
software is to be installed. Asada further discloses If, in step S23, a directory having the 
hardware ID is not found in the root directory of the semiconductor memory 23; if, in 
step S33, no function ID is found written to the flash ROM 50; if, in step S34, a directory 
having the function ID written to flash ROM 50 is not found below the directory having 
the hardware ID written to the semiconductor memory 23; and, if, in step S35, software 
having the target file name is not found in the directory having the function ID as its 
name, then the procedure goes to step S38, in which normal start processing is 
executed (Col. 14, lines 32-41). Further, once the data transfer is completed from 
SRAM 52 via semiconductor memory 23 or "smart card" to flash ROM 50, the CPU 32 
will determine or verifies whether or not the software is transferred correctly to flash 
ROM 50. If the CPU 32 determines the downloading failed, the CPU 32 outputs a 
message to the display section 14 indicating the software cannot be downloaded. This 
message further indicates that the CPU 32 will not use the new software upgrade and 
must restore the original version of the software from ROM 51 . 

Asada teaches, wherein the set top box (21 - figure 2) determines the 
compatibility before the upgraded software is transferred from the POD interface (22 - 
figure 2) to the memory (50 - figure 2) (Col. 13, lines 6-38). Asada discloses if a new 
compatible version is found on semiconductor memory 23, then memory controller 48 
will read data from semiconductor memory 23. 
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Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify McClellan with the teachings of Asada in order 
for memory to include a bootstrap loader and determining means for the benefit of only 
installing upgrades that are meant for the set top box and that provide a newer version 
of software (Asada - Column 13). 

As for Claim 10, McClellan and Asada disclose, in particular McClellan teaches, 
wherein the smart card includes a card information structure (CIS) data which identifies 
the smart card as... a software update card (Col. 7, lines 58-65 and Col. 9, lines 35-45). 
McClellan discloses a PCMICA card is inserted into PCMCIA interface 52, which is used 
to update the operating system of set-top box 40 by CPU 12 searching for available 
system modules or "system upgrades". Further, since a PCMCIA card is used, the card 
must have a card information structure because the card is a plug and play card 
meaning that the card has stored information identifying the driver that needs to be used 
with a particular device. 

McClellan further discloses, the memory includes software, configured to control 
the processor to read CIS data (Col. 7, lines 58-65 and Col. 9, lines 35-45). McClellan 
discloses the PCMCIA card could be used to provide data storage, additional RAM, or 
system upgrades. With all the various applications PCMCIA card is capable of, the flash 
memory contained in each PCMCIA card must have stored on therein software to 
control CPU 12 in order for CPU 12 to search and identify system modules or "system 
upgrades" stored within the PCMCIA card. 
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As for Claim 1 1 , McClellan and Asada disclose, in particular Asada teaches, 
wherein the smart card conforms to standards adopted by one of the personal computer 
memory card international association (PCMCIA) (Col. 7, lines 58-65). 

As for Claim 12, McClellan and Asada disclose, in particular Asada teaches, the 
smart card (23 - figure 2) further includes identification data which identifies a host 
compliant device (21 - figure 2) for which the upgraded software is intended (Col. 13, 
lines 6-35). Asada discloses CPU 32 will compare the function ID and hardware ID 
stored in flash ROM 50 with the function ID and hardware ID stored in semiconductor 
memory 23 which reads on identification data that identifies a host compliant device for 
which the upgraded software is intended for. 

Asada teaches, the memory further includes software that causes the processor 
to read the identification data from the smart card and to compare the identification data 
to identification data for the set top box (Col. 12, lines 57-64). Further, CPU 32 will 
compare the function ID and hardware ID or "identification data" stored in flash ROM 50 
with the function ID and hardware ID stored in semiconductor memory 23 which reads 
on identification data that identifies a host compliant device (Col. 13, lines 6-27). 

Asada teaches, whereby the processor determines if the software update is 
appropriate for the set-top box (Col. 13, lines 28-35). 
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10. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Asada in 
view of Metz. 



As for Claim 3, Asada discloses the use of a smart card (23 - figures 1 and 2), 
however, Asada fails to disclose wherein the smart card includes NRSS conditional 
access protocols and the step of recognizing the smart as including the upgraded 
software includes accessing application information specified by the NRSS. 

In an analogous art, Metz discloses wherein the smart card includes NRSS 
conditional access protocols and the step of recognizing the smart as including the 
upgraded software includes accessing application information specified by the NRSS 
(Col. 22, line 61 - Col. 23, line 5). Metz discloses using a NRSS interface because set- 
top box 100 comprises a NRSS Part B (PCMICA) interface (155 - figure 6) for a 
PCMCIA card. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Asada with the teachings of Metz in order for 
the smart card includes NRSS conditional access protocols and the step of recognizing 
the smart as including the upgraded software includes accessing application information 
specified by the NRSS for the benefit of complying with the well known conditional 
access standard. 
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11. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Asada in 
view of Metz and further in view of Kidder et al. "Kidder" (U.S. 2004/0031030). 

As for Claim 4, Asada fails to disclose wherein the host device is an open cable 
compliant set top box, coupled to a cable head end and includes an out of band channel 
for transferring data between the host compliant device and the cable head end and the 
method further includes the step of sending a message to the cable head end via the 
out of band channel to indicate that the upgraded software has been transferred to the 
host compliant device. 

In an analogous art, Metz teaches, wherein the host device (100 - figures 1 & 6) 
is an open cable compliant set top box, coupled to a cable head end (1 1 - figure 1) and 
includes an out of band channel for transferring data between the host compliant device 
and the cable head end (Col. 16, lines 38-62). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify Asada with 
the teachings of Metz in order for an open cable compliant set-top box to be connected 
to a cable head end for the benefit of sending and receiving control information from the 
cable head end. 

The combination of Asada and Metz fail to disclose sending a message to the 
cable head end via the out of band channel to indicate that the upgraded software has 
been transferred to the host compliant device. In an analogous art, Kidder discloses 
when an upgrade is completed; the control shim notifies the slave SMSs, which sends a 
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message to the master SMS or "head end" indicating that the upgrade of software is 
complete fl| 0494). Accordingly, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the combination of Asada and Metz 
with the teachings of Kidder in order to transmit a message to the headend indicating 
the installation of new software is completed for the benefit of notifying the headend of 
the latest version of software installed on the receiver. 

12. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
McClellan et al. "McClellan" (U.S. 5,619,250) in view of Asada. 

Regarding Claim 13, McClellan teaches, a method of providing a software 
upgrade to an open cable compliant host device (40 - figure 2) coupled to a cable 
television (CATV) headend (Col. 5, lines 60-63), the host device including a read-only 
memory (16 - figure 2) having original software for the host device (Col. 6, lines 40-44), 
comprising: providing a smart card including the software upgrade for transfer to the 
host device (40 - figure 2) (Col. 7, lines 58-65). Disclosed, a PCMCIA card or "smart 
card" can provide system upgrades via stored system modules (Col. 9, lines 35-39). 

McClellan teaches, interfacing the smart card with a POD interface (52 - figure 2) 
of the host device (40 - figure 2) (Col. 7, lines 58-65). 

McClellan teaches, resetting the host device (Col. 9, lines 41-45). McClellan 
discloses in order for data to be loaded from PCMCIA interface 52, decoder system 40 
has to be initialized or "reset". 
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McClellan teaches, reading and processing a card information structure (CIS) of 
the smart card to identify the smart card as providing the software upgrade (Col. 9, lines 
35-45). McClellan discloses upon initialization of decoder system 40, each system 
module is identified (Col. 8, line 51 - Col. 9, line 25). McClellan discloses a PCMCIA 
card is used to interface with PCMCIA interface 52 so as to facilitate transferring system 
modules or "system upgrades" from the memory of the PCMCIA card to either FLASH 
memory 50 or RAM 14. Also, since a PCMCIA card is used, the card must have a CIS 
to identify the PCMCIA card or "smart card". Further, the steps CPU 12 takes to search 
for system modules on FLASH memory 50 and RAM 14 are repeated for PCMICIA card 
or "smart card" inserted in PCMICA interface 52. 

However, fails to disclose determining if the software upgrade is compatible with 
the host device; if software upgrade is compatible, reading the software upgrade of the 
smart card; writing the software upgrade to a memory; and verifying the software written 
to memory. 

In an analogous art, Asada teaches, determining if the software upgrade is 
compatible with the host device (21 - figure 2) by comparing attributes of the software 
upgrade to that of the host device, the host device performing the determination of 
compatibility before the software upgrade is read from the smart card (23 - figure 2) 
(Col. 13, lines 6-35). Asada discloses CPU 32 will compare the function ID and 
hardware ID stored in flash ROM 50 with the function ID and hardware ID stored in 
semiconductor memory 23. Next, if CPU 32 determines if there is software stored on 
semiconductor memory 23 having a matching function ID, CPU 32 will compare the 
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software written to the flash ROM 50 with the software stored on semiconductor 
memory 23, to thereby determine whether a newer version of software is to be installed. 
Asada further discloses If, in step S23, a directory having the hardware ID is not found 
in the root directory of the semiconductor memory 23; if, in step S33, no function ID is 
found written to the flash ROM 50; if, in step S34, a directory having the function ID 
written to flash ROM 50 is not found below the directory having the hardware ID written 
to the semiconductor memory 23; and, if, in step S35, software having the target file 
name is not found in the directory having the function ID as its name, then the 
procedure goes to step S38, in which normal start processing is executed (Col. 14, lines 
32-41). 

Asada teaches, if the software upgrade is determined to be compatible, reading 
the software upgrade of the smart card (S26 - figure 12; Col. 13, lines 49-56). 

Asada teaches, writing the software upgrade to a memory (50 - figure 2) of the 
compliant host device (21 - figure 2) (S27-S28 - figure 12; Col. 13, lines 64-67). 

Asada teaches, verifying the software written to the memory (50 - figure 2) using 
data stored on the smart card (23 - figure 2) and if the written software cannot be 
verified, restoring the original software from the read-only memory (Col. 13, line 64 - 
Col. 14, line 20). Further, once the data transfer is completed from SRAM 52 via 
semiconductor memory 23 or "smart card" to flash ROM 50, the CPU 32 will determine 
or verifies whether or not the software is transferred correctly to flash ROM 50. If the 
CPU 32 determines the downloading failed, the CPU 32 outputs a message to the 
display section 14 indicating the software cannot be downloaded. This message further 
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indicates that the CPU 32 will not use the new software upgrade and must restore the 
original version of the software from ROM 51. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify McClellan with the teachings of Asada in order to 
determine if the software upgrade is compatible with the host device, writing the 
software upgrade to a memory and verifying the software written to memory for the 
benefit of only installing upgrades that are meant for the set top box and that provide a 
newer version of software (Asada - Column 1 3). 

13. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
McClellan in view of Asada as applied to claim 13 above, and further in view of Kidder. 

As for Claim 14, McClellan and Asada disclose, in particular Asada teaches, 
determining whether the software upgrade was successful (Col. 14, lines 1-20). 
However, McClellan and Asada fail to disclose sending a message to the headend 
when the software upgrade is complete. 

In an analogous art, Kidder discloses sending a message to the headend when 
the software upgrade is complete flj 0494). Kidder discloses, when an upgrade is 
completed; the control shim notifies the slave SMSs, which sends a message to the 
master SMS or "head end" indicating that the upgrade of software is complete. 
Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify McClellan with the teachings of Kidder in order to 
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transmit a message to the headend indicating the installation of new software is 
completed for the benefit of notifying the headend of the latest version of software 
installed on the receiver. 

Note to Applicant 

14. Art Units 2611, 2614 and 2617 have changed to 2623. Please make sure all 
future correspondence indicate the new designation 2623. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

PC Card Technology Primer (REF U - 892) - Discloses a basic 
introduction to PCMCIA and card information structure (CIS). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chris Parry whose telephone number is (571) 272-8328. 
The examiner can normally be reached on Monday through Friday, 8:30 AM EST to 
4:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Grant can be reached on (571) 272-7294. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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